IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent of: 

John Hildreth 

Serial No.: 10/828,350 

Patent No.: 7,299,596 

Issued: November 27, 2007 

For: Framing System 



Attorney Docket No: 09-1120 
Reel/Frame No.: 021531/0036 



PETITION TO EXPUNGE RECORDED ASSIGNMENT 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Attention: Mail Stop Petitions 

Dear Sir: 

Pursuant to 37 C.F.R. § 1.182, and Manual of Examining Procedure § 323.01(d), 

Petitioner, John J. Hildreth, hereby petitions the Commissioner to expunge an alleged Patent 

Assignment (as that term is defmed herein) from the assignment of patent rights recorded against 

the above-captioned United States Patent, for the reasons set forth herein. Attached hereto, and 

incorporated in this Petition are the following documents in support of this Petition: 

1 . Declaration of John J. Hildreth dated May 14, 2009, a copy of 
which is attached hereto as Exhibit A (hereinafter the "Hildreth 
Declaration"); 
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CERTIFICATE OF EXPRESS MAILING UNDER 37 C.F.K LIO 

I hereby certify that this correspondence, and all papers and things referred to herein as being attached, enclosed, 
isiViitted, or otherwise submitted, are being transmitted via Express Mail No. EM288695535US, to:. Commissioner for Patents, 
P.d Box 1450, Alexandria, VA 22313-1450, Attention: Mail Stop Petitions on the date set forth below. 



, Piccone 



Date: June 9, 2009 
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2. Letter from Corsair's Counsel to Petitioner's Counsel dated 
September 3, 2008, a copy of which is attached hereto as Exhibit B 
(hereinafter the "September S'"* Letter"); 

3. Letter from Petitioner's Counsel to Corsair's Counsel dated 
September 19, 2008, a copy of which is attached hereto as Exhibit 
C (hereinafter the "September 19* Letter"); and 

4. Letter from Corsair's Counsel to Petitioner's Counsel dated 
September 22, 2008, a copy of which is attached hereto as Exhibit 
D (heremafter the "September 22"*^ Letter"). 

A. STATEMENT OF THE FACTS 

1. Patent No. 7,299,596 Chain of Ownership 

Petitioner has invented and is the current owner of a new and improved framing system. 
Hildreth Declaration at ^ 1. On April 21, 2004, Petitioner filed, in the United States Patent and 
Trademark Office, United States Patent Application Serial No, 10/828,350, entitled "Framing 
System" (hereinafter the "Application"). Id. at H 3. 

On August 23, 2004, Petitioner assigned his entire interest in the Application to 
Engineered Framing Systems, Inc. (hereinafter "Systems"). Id, at 3. The assigrmient from 
Petitioner to Systems was recorded in the United States Patent and Trademark Office on August 
30, 2004, at Reel No. 015741, Frame No. 0309. Id at \ 4. 

On October 15, 2007, Systems assigned to Petitioner its entire interest in the Application. 
Id. at H 5. The assignment from Systems to Petitioner was recorded in the United States Patent 
and Trademark Office on or about October 16, 2007, at Reel No. 019969, Frame No. 0153. Id, 
at1I6. 
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The Application issued as United States Patent No. 7,299,596 in Petitioner's name on 
November 27, 2007 (hereinafter the "Patent"). Id. at ^ 1 . 



2. The Corsair Litigation and Settlement 

Corsair Special Situations Fund, L.P. (hereinafter the "Corsair"), EPS Structures, Inc. 
(hereinafter "Structures"), Systems, and Petitioner were parties to a litigation in the United States 
District Court for the District of Maryland (Northem Division) entitled Corsair Special 
Situations Fund, LP. v. Engineered Framing Systems, Inc., et aL, Civil Action No. WDQ-06- 
2081 (hereinafter the "Litigation"). Id. at 1 8. 

In settlement of the Litigation, Corsair, Structures, Systems, Marie Noelle Hildreth, and 
Petitioner entered into a Settlement Agreement and General Release dated May 8, 2007, and a 
First Amendment to Settlement Agreement and General Release dated December 20, 2007 
(collectively referred to herein as the "Settlement Agreement"). Id. at 1 9. 

Pursuant to the Settlement Agreement, Corsair and Petitioner entered into a Patent 
Security Agreement dated December 20, 2007 (hereinafter the "Patent Security Agreement"), in 
which Petitioner granted to Corsair a security interest in the Patent (hereinafter the "Security 
Interest"). Id. at T[ 10. The Patent Security Agreement was recorded in the United States Patent 
and Trademark Office on or about December 26, 2007, at Reel No. 020279, Frame No. 0916. Id 
att 11. 

A dispute has now arisen between Corsair, Structures, Systems and Petitioner concerning 
the Security Interest, and such dispute has not yet been resolved. Id. at TI12. In this regard, on or 
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about May 22, 2008, Corsair recorded in the United States Patent and Trademark Office at Reel 
No. 021531, Frame No. 0036, what purports to be an assignment of all right, title, and interest in 
and to the Patent from Petitioner to Corsair (hereinafter the "Patent Assignment")- /rf. at f 1 3. 

The Patent Assignment was recorded in the United States Patent and Trademark Office 
neither pursuant to the terms of the Settlement Agreement, nor the Patent Security Agreement, 
nor with the authorization of Petitioner, the current owner of the Patent. Id at 1| 14. 

In response to Corsair's recordation of the Patent Assignment in the United States Patent 
and Trademark Office, Petitioner caused to be recorded through its counsel, at Reel 022597, 
Frame 0396, a Confirmatory Patent Security Interest to confirm that: (i) Petitioner remains the 
current owner of the Patent; (ii) the Patent Security Agreement, and underlying Security Interest, 
recorded on December 26, 2007, in the United States Patent and Trademark Office is subsisting; 
and (iii) the Patent Assignment filed in the United States Patent and Trademark Office on May 
22, 2008, is null and void. Id. at If 16. 

Upon information and belief, Corsair has now commenced litigation in the United States 
District Court for the District of Maryland (Northern Division) entitled Corsair Special 
Situations Fund, LP, v. Engineered Framing Systems, Inc., et al, in which Structures, Systems, 
and Petitioner are named defendants, and in which Corsair seeks, among other relief, that the 
court determine the ownership in the Patent. Id. at If 17. 

Accordingly, and for the reasons which follow. Petitioner has filed this Petition to 
expunge the Patent Assignment from the records of the United States Patent and Trademark 
Office. Mat If 15. 
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B. POINTS TO BE REVIEWED 

In view of the foregoing, and for the reasons which follow, Petitioner respectfully 
requests that the Director expunge the alleged Patent Assignment from the records of the United 
States Patent and Trademark Office. 

Pursuant to MPEP §323 .01(d), Petitions to expunge may be granted if the Petitioner 
proves that: 

a) the normal corrective procedures outlined in MPEP §323.01 (a) through 
§323 .01(c) will not provide the petitioner with adequate relief; and 

b) the integrity of the assignment records will not be affected by granting the 
petition. 

MPEP §323.01(d). 

L The Normal Corrective Procedures of MPEP §323.01 Will Not Provide Petitioner With 
Adequate Relief 

In the instant case, both of the requirements of MPEP §323.01 have been met. First, the 
applicable corrective procedures outlined in MPEP §323.01(a) through §323.01(c), will not 
provide Petitioner with adequate relief inasmuch as these sections provide for the correction of 
typographical errors in the cover sheet, the assignment document itself, or by way of improper 
recordation against the owner's application or patent. 

In this case, the improper recordation of the Patent Assignment was not due to a 
typographical error. Rather, as set forth above, the recordation of the Patent Assignment of 
Corsair was deliberate. In fact, in the September 3^^ Letter, Corsair advised Petitioner that: 
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Corsair has exercised its rights iinder the Patent Security 
Agreement and Settlement Agreement and taken an assignment of 
Patent No. 7,299,596. 

September 3'^ Letter at 1 . 

However, this assignment was "taken" neither pursuant to the terms of the Settlement 

Agreement, nor the Patent Security Agreement, nor with Petitioner's authorization. Hildreth 

Declaration at ^ 14. Nevertheless, in the September 19^ Letter, Petitioner affirmatively disputed 

Corsair's position by stating that: 

the document filed by Corsair with the United States Patent and 
Trademark Office does not give Corsair any right of ownership in 
the Patent. 

September 19* Letter at 1. 
In addition, and consistent with the provisions of MPEP §323.01(c). Petitioner further 
demanded that: 

Corsair immediately withdraw its filing with the United States 
Patent and Trademark Office purporting to assign patent no. 
7,299,596 to Corsair. 

Id. at 2. 

To date, Corsair has been unwilling to file, and in fact has not filed, any corrective papers 
in the United States Patent and Trademark Office. For example, in the September 22"^ Letter, 
Corsair disagreed "with the factual assertions set forth in [Petitioner's September 19* Letter]," 
and since has not complied with Petitioner's demand to withdraw the Patent Assignment. 

Thus, it is clear that the recordation of the Patent Assigtmient against United States Patent 
No. 7,299,596, was not the result of a typographical error, rather it was a deliberate effort on the 
part of Corsair to make a claim ownership in the Patent. Moreover, Petitioner has demanded that 
Corsair withdraw the Patent Assignment from the records of the United States Patent and 
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Trademark Office - to no avail. Accordingly, the provisions of MPEP §323. 01 (a) through 
MPEP §323.0 1(c) can not, and will not, provide Petitioner with adequate relief in correcting the 
records of the United States Patent and Trademark Office to reflect Petitioner, and not Corsair, as 
the proper owner of the Patent. 

2. The Integrity of the Office's Records Will Not Be Affected By Granting This Petition 

Granting a petition to expunge the assignment records of the United States Patent and 
Trademark Office under MPEP §323.01(d) further requires that the Petitioner prove that the 
integrity of the assignment records will not be affected by granting the petition. MPEP 
§323.0 l(d)(B). In the instant case, it is clear that expungement will not adversely affect the 
integrity of the records of the United States Patent and Trademark Office. In fact, the integrity of 
the records will be, in actuality, enhanced with added accuracy by correcting the identity of the 
current owner of the Patent. In this regard, the removal of any inaccurate, erroneous, false, or 
fraudulent conveyance from the Office's records can only improve, and certainly not detract 
from, the integrity of the Office's records. 

Moreover, the commencement of a second litigation involving Petitioner in which 
Corsair seeks a declaration of ownership in the Patent ftirther evidences that the legitimacy of the 
alleged assignment of the Patent from Petitioner to Corsair is still in question. Inasmuch as the 
transfer of ownership of the Patent to Corsair is at all in doubt conclusively demonstrates that the 
recordation of the Patent Assignment to Corsair is, at best, premature. Accordingly, 
expungement of the Patent Assignment at this time will not adversely affect the integrity of the 
records of the United States Patent and Trademark Office. 
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As a result of Corsair's imwiliingness to comply with Petitioner's demand to withdraw 
the Patent Assignment, Petitioner recorded the Confirmatory Patent Security Interest. Although 
the Confirmatory Patent Security Interest makes clear that Petitioner is the record owner of the 
Patent, and that the Patent Assignment is null and void, the chain of title as it is recorded in the 
United States Patent and Trademark Oflfice is inaccurate and misleading to the public. Unless 
and until the Patent Assignment is expunged for the records of the United States Patent and 
Trademark Office, the public will continue to be mislead as to the identity of the true owner of 
the Patent. 

Accordingly, the Patent Assignment must be expunged from the records of the United 
States Patent and Trademark Office under MPEP §323.0 1(d) inasmuch as Petitioner has shown 
that: (i) the normal corrective procedures of MPEP §323.01 will not provide Petitioner with 
adequate relief; and (ii) the integrity of the Office's records will not be affected by granting this 
Petition. 

C. ACTION REQUESTED 

Petitioner respectfiilly requests that the Patent Assignment filed by Corsair be expunged 
from the records of the United States Patent and Trademark Office. Petitioner fiirther requests 
that all links to the Patent be deleted so that no information about the recorded Patent 
Assignment will appear when the application or patent number associated with the Patent is 
searched in the Assignment Historical Database. 

This Petition is also accompanied by the petition fee required by Rule 1.17(f) (37 C.F.R. 
§ 1.17(f)). 
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The Commissioner is hereby authorized to charge any deficiencies or credit any 
overpayment related to this submission to Deposit Account Nimiber 50-0979. 



Date: June 9, 2009 



Respectfully submij 



JohwW. Qoldschmrat, Jr. 
Re^tration No. 34328 
DILWORTH PAXSON LLP 

)00 Market Street, Suite 3500 E 
^Philadelphia, PA 19102 
Tel. (215) 575-7000 
Fax (215) 575-7200 



Attorneys for Petitioner 
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Documentl 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent of: 

John Hildreth 

Serial No.: 10/828,350 

Patent No.: 7,299,596 

Issued: November 27, 2007 

For: Framing System 



Attomey Docket No: 09-1120 
Reel/Frame No.: 021531/0036 



DECLARATION OF JOHN J. HILDRETH 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 23313-1450 

Dear Sir: 

I, John J. Hildreth, hereby declare that: 

1. I am the inventor and current owner of the invention claimed in United States 
Patent No. 7,299,596, issued by the United States Patent and Trademark Office on or about 
November 27, 2007, entitled "Framing System" (hereinafter the "Patenf 

2. I was previously the President of Engineered Framing Systems, Inc. (hereinafter 
"Systems"), and am currently the Operations President and General Manager of EFS Structures, 
Inc. (hereinafter "Structures"). 

3. On or about August 23, 2004, 1 assigned to Systems my interest in United States 
Patent Application Serial No. 10/828,350 (hereinafter the "Application"), vMch Application was 
filed on or about April 21, 2004, and later issued as the Patent in my name. 
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4. Upon information and belief, the assignment from me to Systems was recorded in 
the United States Patent and Trademark Office on or about August 30, 2004, at Reel No. 015741, 
Frame No. 0309. 

5. On or about October 15, 2007, Systems assigned to me its interest in the 
Application. 

6. Upon information and belief, the assignment from Systems to me was recorded in 
the United States Patent and Trademark Office on or about October 16, 2007, at Reel No. 
019969, Frame No. 0153. 

7. Upon information and belief. Corsair Special Situations Fund, L.P. is a Delaware 
Limited Partnership having a business location at 747 Third Avenue, 38* Floor, New York, NY 
10017 (hereinafter "Corsair"). 

8. Corsair, Structures, Systems, and I were parties to a litigation in the United States 
District Court for the District of Maryland (Northem Division) entitled Corsair Special 
Situations Fund, LP, v. Engineered Framing Systems, Inc., et aL, Civil Action No. WDQ-06- 
2081 (hereinafter the "Litigation"). 

9. In settlement of the Litigation, Corsair, Structures, Systems, my spouse, Marie 
Noelle Hildreth, and I entered into a Settlement Agreement and General Release dated May 8, 
2007, and a First Amendment to Settlement Agreement and General Release dated December 20, 
2007 (collectively referred to herein as the "Settlement Agreement"). 

10. Pursuant to the Setdement Agreement, Corsair and I entered into a Patent Security 
Agreement dated December 20, 2007 (hereinafter the "Patent Security Agreement"), in which I 
granted to Corsair a security interest in the Patent (hereinafter the "Security Interest"). 
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11. Upon information and belief, the Patent Security Agreement was recorded in the 
United States Patent and Trademark Office on or about December 26, 2007, at Reel No. 020279, 
Frame No. 0916. 

12. A dispute has arisen between Corsair, Structures, Systems and I concerning the 
Security Interest, and such dispute has not yet been resolved. 

13. Upon mformation and belief, on or about May 22, 2008, Corsair recorded in the 
United States Patent and Trademark Office at Reel No. 021531, Frame No. 0036, what purports 
to be an assignment of all right, title, and interest in and to the Patent from me to Corsair 
(hereinafter the "Patent Assignment"). A copy of the Patent Assignment is attached hereto as 
Exhibit 1. 

14. Upon information and belief, the Patent Assignment was recorded in the United 
States Patent and Trademark Office neither pursuant to the terms of the Settlement Agreement, 
nor the Patent Security Agreement, nor with my authorization. 

15. Accordingly, I am taking steps to expunge the Patent Assignment from the 
records of the United States Patent and Trademark OfiBce. 

16. In response to Corsair's recordation of the Patent Assignment in the United 
States Patent and Trademark Office, I caused to be recorded, through my counsel, at Reel 
022597, Frame 0396, a Confirmatory Patent Security Interest to confirm that (i) I remain the 
current owner of the Patent; (ii) the Patent Security Agreement, and underlying Security Interest, 
recorded on December 26, 2007, in the United States Patent and Trademark Office is subsisting; 
and (iii) the Patent Assignment filed in the United States Patent and Trademark Office on May 
22, 2008, is null and void. 
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17. Upon information and belief. Corsair has now commenced litigation in the United 
States District Court for the District of Maryland (Northern Division) entitled Corsair Special 
Situations Fund, LP. v. Engineered Framing Systems, Inc., et aly in which Structures, Systems, 
and I are named defendants, and in which Corsair seeks, among other relief, that the court 
determine the ownership in the Patent. 

I further declare that all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true; that these statements were 
made with knowledge that willful false statements and the like so made are punishable by fine or 
imprisonment, or both, under 18 U.S.C. § 1001; and that such willful false statements and the 
like may jeopardize the validity of the Patent. 



Date: May 14, 2009 
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EXHIBIT 1 
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PATENT ASSIGNMENT | 



Electronic Version vl.1 
Stylesheet Version vl.1 



SUBMISSION TYPE: 


NEW ASSIGNMENT 




NATURE Of CONVEYANCE: 


SECURITY AGREEMENT 




CONVEYING PARTY DATA 






1 Name || Execution E>ato 






UohnHIMreth 


||12/2(V2007 1 






RECEIVING PARTT DATA 








(Name: llcoraair Spedal Sliuafions Fund, L.P. 






ISImet Address: ||747 Third Avenue 








ItntemalAddTDSd: ||38m Floor 








[city: llNewYork 






istate/Coimtry: ||NEWY0RK 






iPoslalCoda: ||10017 






PROPERTY NUMBERS Total: 1 






1 Property Type || 


Number 




cn 


1 PiotBntNumlien ||7299596 




o 
o 
eg 


CORRESPONDENCE DATA 




o 


Fax Number (202)759-9299 1 
Phone: 4103853426 


o 
d 

T 
«/> 

X 


EmaQ: matUiew.mayer@thomson.oom 
Correspondent Namo: Miles A StocfctHldoe P.C. 
Address Una 1: 10 Light Street 
Address Une 4: BaOimore. MARYLAND 21202 




NAMEOFSUBMRTER: | 


Matthew Mayer 




Total Attachments: 7 

souroe3jHtldrBth.corsatrj»S1tfpa8a2.t]r 

8Ource8JHBdrBth.corsaIrjwt10paga3Jir 

80uroe-JHadrBth_oorBatrj>at1tfpag94.tlf 

80urce=JHIIdreth.cor5atrj)at1#pa985.llf 

sources JHildroth^corsaJr j)at 1 ffpago6.Uf 

fiouroe^HUdreth.cor8aIrj)9t1#page7.tlf 


PATENT 




600427286 


REEL: 020279 FRAME: 0916 
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sovioBajHIldiettijcor8air_patltfpa8e8.tif 



PATENT 
REEl: Q2Q279 FRAME: 0917 
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PATEIVT SECURITY AGREEMENT 

This Agreemctnty dated as of Deocmber is fitade by and b^m^ 

John lUldroth having a residence at the addrPM 8CC fonh below next to hb signature (the 
**&dxrower**)» and Coisajr Special Situations Fund, L«P. a Delaware, Dclawo Umiled 
pfit(fic9hdii|> havh^ a bctsuiess loeattoa ac the address serfbrth bdownaxt to its sfghaiure (die 
-Secured Part/*). 

The B<OTOwer, ih^ Secured Pony^ and odicrs ait parties to a Settlement 
AgrcQmou and Ocneral lUte^se dai«l May 8,2007, as amended by the First AmeiuhBeni to 
die Setciemeiit Agreem^t of even date herewiA (as die same may hereaft^ be amende^ 
suppicmemed restarted fittm time to Qmt, the *'SetdcD^ Atpsdmtnf) seifing forth the 
cerms on which the Bmrower diail r^uiy hs obligatloos to the Secuml Party . 

As a condhion to entering boo d)e ^eotem^t Agreement with the BotSr6wer« 
die Secured Par^ bas among other things reqt4red the exceu(ion and delivery of fids 
Agreement by the Borrower. 

ACCORDINGLY, in considmittoii of dtc munisd covenants contained .to the 
Loaa Documents and hmlnvthe parties hmby agree as foliows: 

K Definitions. All tenns deftned in ttto Redtals hereto or in the 
SetlleiTient Agreement that ore noi otherwise defmed herein ihall have tlio mean'mgs pveo to 
Uiem therein. In addhion, the ibUowing terms have the meantugs set' forth below: 

""Obligations'' means each and every debt» liability and ohtlgotloo of every 
type and description which the Bom>wer .may now or at any time hereafter owo to the 
Secured Party, whedttr soch. debt, Hability or obligation now exists or is hereaat^ 
created or incurred and wheth^ it is or may be direct or iodhect, due or to become 
duc« absolute or comingenty primary or secondary* Hqultbted of unliquidated» 
independem. Joint, several or Jdnt and several. 

^•Patents'* means all of *e Bcrrow^s right, title and interest in artd lo all 
presently existing or hereafitf arismg or acquired and patents or a{H>Hcaticto for 
patents, including without ilmttatioa the patents listed on gxhibl^ A attadhcd hereto, 
and lUrthcr including, without fimttatlon, (a) to or under my or all of the foregoing 
the fmegoing (i) oi^ and all lovendons and improvements described or clalm^ , (U) 
divisions, continuations, eG^iffliaBons»{ihpart, reissues and extensions, (til) income, 
n^atdes, damages^ ckdnis ;md payments now of* hereafter due and/or (c^jrahlc, 
indodi^g, without limitatton, darms^ >nd payottmts for past and futme 
infiingements, (tv) rigbts to sue for past, present and fuuirc InfHngamems^ erul (v) all 
rights corresfpondli^ to any of the foregoiftg throughout the world, and (b) with 
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reflect to or under any or all of the fiiregoifig, all g^nera^ intangibles»'aQd (c) w!A 
resped to or uikkr angr Of 4U of ihe fbrc^goi^ 

'"Securi^ Interest" hastbe meaning giv6n in SecUon 2 herein below. 

2. Security ImengsL The Bonower hereby irrevocably pledge^ aiul assigns 
to, and grants (he Secured Patty a security interest (the "Security Interest") with power of 
sale to the exiciit permined hy law, in die Patems iBrfieiher 6r not legisteted yAih the U^. 
Patent and Tmdemark OfTloe to secure psymei^ of the ObltgatlcHia, Aa set forth In the 
SetttcmM Agreement, the Security Interest is coupled with a security ioterest bi 
substaniiaiiy aU of the personal prdper^ of the Borrower. Tldj? Agreerofiut Qrcnm cnJy the 
Securi ty Interest herein de9cribe4 is m intended to and do6s not afiect any prt^nt transfer 
of Utle of any intern or qqiikathnL 

3. Renrgfe"M?ffyi WWtytfl^ ffltf Alfremg'ff^ Tbt Pomiwer r^aesema, 
wammui and agrocs 09 ti>}low»: 

(a) Patents. Bxhlfclt A accurately lists all Patems owned or conutolled by 
the Borniwer as of the datie hereetC or to wMoh the Borrower has a as of dte 
date hereof to have assigned to it, and tucorately reflects the existence and status of 
aiH^ltcations and Icttm patent pertaining to the Patents as of the date hereofl If after 
(he date hereof the Borrower owqs, controls or has a ri£^ tb have assigned to it any 
Patents not listed oii Gxhtbit A, or If Exhibit A ceases to accurately reflect the 
odstence ami siatus of applications ioid letars patent pertaining to the Patents, then 
the Borrower shall wtthhi five (5) business days provide wijiteo notice to the Secured 
Party with a replacemem Exhibit A. wluch upon acceptance by the Secured Paily 
shall become part'of this AgitemeoL 

(c) Title* The Borrows: has absolute title to eaeh Patent listed on ^siiibiL 
^ fkec and cieae of all dens othfcr than the liens granted to Secured Party. The 
Borrower (1) will have» at the tlnie the Borrower aoqum^s any rl^ta in Patents 
hereafier arising* absolute tide to each sudi Patent free and clear of ail llena except 
the liens granted to Secured Party. «nd 0i) wUl keep all Patents free and clear of all 
liens excqit the Uens grfoitsd to Secured Vmy. 

(0 No Sale. Except as permitted in die Settlement Agreement, the 
Borrower will not ossigiv transfo*, encun^er or otherwise dispqso of the Piotents or 
any interest therein, witltoul the Secured Patty's prior written consent, except thai the 
Bomrwer m^y license the use of the Patents in oonnection with, and as cusu»nary in, 
the ordfaiaiy oouise of its budness . 

(g) Pefense. The Borrower will at its own expetise and using commercially 
reasonable cftdria. protect and defend die Patems against alt claims or demands nC all 
Persons. 
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(h) Maiotcoioee* The Borrower %vlll al its own cKpeasc maintain the 
Patents, iodudh^ but not limited to^ filing all oppUcaiions to obtain iMeis^ patent or 
rcgistrationa and all affidavits^ maimenanoe fees» anmulies, and renewals possible 
with respect to letten patent registrations and application) therefore. The Borrower 
covpnanta that it will not abandon nor fail to pay any mainteoanoe fe^ or .anniti^ due 
and payttbte oa aqy Patent* nor fail to fU^ any required affidavit or renewal in sa|^rt 
thereof, opd (ii) a Secured Parly is hereby granted an inevocable power of attorney to 
pay such mainteitHnce feea <^ oonuhtes* or to fde such affidavit or renewal* should 
Bonowcr fail to do so and should Secured Party (in its sole reasonable discretion) 
deem sueh be neoessaiy or desintbie. 

(i) Seeored Psrly^ Right la Take Aetton. If the Borrower fails to 
perform or observe any of its cin^enoniR or agreements set forth in this Section 3« or if 
the Borrower notifies the Secured Party that it intends to abandon a Patem or 
1>ademartt» the Seeurod Party n^y (bat need not) perform or observe such covenant 
or agreement or take steps to pnrveitt such bitend^ abandonment on behalf and in the 
namCt place and stead of the Borrower (or» tst the Secured Party's option* in the 
Secured Pany^s own name) and may (but need not) take any and all other actions 
which the Secured Party may reasons^ty deem necessary to cure or coittct auch 
failure or prevent soch Intended abandonment, 

0) Costs and Expcuses* ^cept to the extent that the eflbct of such 
payment would be to render ai>y loan or forbearance of money usuri ous or otherwise 
tUegal under any applicable law. the Borrower shall pay the Secured Party on 
denmnd die amount of all moniQ^ expended arul ell cosss and expenses (lndudii\g 
reasonable attorneys* fees aiKf (fi^ursementd) incurred fay the Secured Party in 
connection with or as a restdt of the Secured Party's taking acdon under, ^utoedion 0) 
above, togedier with interest thereon from ihc date expended pr Uvc^arei by 
Secured Paity. 

(k) PcFWer of Attorney. To fiicilitate the Secured Party*|t taking action 
under subsectim Q) and ^rcising its rights under Secdtm 6 oitd otherwise, the 
Bonowa hereby irrevocably appoints (which appobument b coupled with an 
Interest) the Secured Party, or Its delegate, as the sttomey-on^&ct uf the Borrower 
widi the fftgbt (but not the duty) &xnu time to time to create, prepare, complete, 
executOi deliver, endorec or file, hi. the name and on behalf of dtc Borrower , any arul 
all instruments, docuntents, plications, ilnancihg statements, and other agre^erits 
and writings required to be obtained, cKp;vxp\, delivered or endorsed by the Borrower 
under dda Section 3, or, necessary for the Secured Party, after a DeCuilt under the 
Settlement Affeamrt or Event of I^fault hcrtunder, to enforce or vm the Patents or 
to grant or issue arty exclusive or non-exchisive license under die Patents to arty third 
party, or to sell, assign, transfer, pledge, encumber or otherwise transfer thle In or 
dispose of the ^ents to any third party. The Bomiwer hereity rvtiftcs all that such 
attorney shall lawfully do oi* cause to be done by virtue hereof. The power of attorn^ 
gnutted lierein shall temilnntc upon the tennlnatlon of the Settlement Agreement as 
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provided thernn end the tndcfeaiuble payment and perfonnance in foil of all 
ObUgiitlons 113 (tefittcd under the Settlemeni Agreement 

4. Botrower \ Use of the Pnx<g^ The Bonow&^ shall be pennitted to 
cositrol and mam^e the Fments^ including the ri^ to exclude' others firom mokhtg, ifsing or 
selling items covered by the Patents ond any licenses thocunSer (bttt not in any manner 
whldi is oiateiiBUy adverse to the interests of (lie Secured PaityK so loog as no Event of 
Ddbult occurs and remains uncured. 

5. Kvents of Defauli, Each of the foltowhip oocurrences shall constitute an 
event of defimlt under this Agreennient (herein called ^Bvent of Defauh^ (a) a dcSsuh shall 
occur and be contiimifig under the SeUkment Agreement; or (b) the Borrower shall (aJl 
promptly to observe or perform any coveooiU or agreement herein t>iiiding on it and sud) 
failure continues tar a period of 10 business days oiler receipt of notice $3 set fpnh in the 
First Ajnendmcm to Seulemeni Agrcemem and General Release; or (c) any of the 
represootatioru or warranties contained In SecHoo 3 shall prove to have been iitconsct in aiiy 
msterfal respect when made. 

6. Remedies . Upon the ocounrcnee of an Event of Default and at any time 
thereafter* the Secured Party may, at Its option, take any or all of ibe following addons: 

(a) lite Secured .Party may exercise any or all remedies available under the 
Settlement Agreement. 

(b) The Secured Party may sell, assign* transfer* pledgfC, license, or 
encumber or otherwise dispose, of the Patents. 

(c) The Secured PMy may enforce tiie Patents and any licenses thereunder, 
and If Secured Party shall commence any suit for such cafbrcemenCt the B(>rrowcr 
dudU al the request of Secured Party, do ai>y and ell lawfiH acts and execute «ny and 
all proper documcrtts required by Secured Party in aid of sucKenforcemenL 

7. Mlscellaneoua . This Agreemem and the SetHemeol. Agreement set foitit 
the entire understanding and agreement of the parties hereto with respect to the subject 
matter hereof. This Agreement can be waived^ modiBed, amended, terminated or 
dtedi^gcd, and the Security Olterest can be released, only explicitly in a writing Mgned by 
the Seemed Pai^. A waiver signed 1^ the Secured Pany ^1 be eftbctive only it>. the 
specific instance and for the specific purpose givca Mere delay or fiulure to act shall tiot 
preclude the exercise or entbrcement of any of the Secured Party*s rights or rraxedles. All 
rights and remedies of the Secured Party shall be comulati ve and ore in addition to, and not 
exchisive of^ rights« powers and remedies provided by present and fUture laws,, rules and 
ftgulatiom amUor by ^ Settlement Agreement and any <Aher documents executed in 
connection therewidi or the Obligations, and may be exercised sfngulaHy or ooncurremly, at 
the Secured Party*s option, and the exeivtsc or enforcemcm of any one sudi right or remoly 
shall neither be a condition to nor bar the exercise or enforcement of any other* AH notices 
to be given to Borrower under this Agreement shall bo given in the marosec and witti ttte 
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tSea provided in the Settlement Agrecmeflt. The Sectutd Party shall not be obligated to 
imsove tmy ilghu the Borrower may have against prior partiesi to realize on the Patents at 
all or in any penici4Ar inann^ or order, or to apply is^y cash ptocceds of'I^aterns in any 
particular order of opplicaiion. llits Agreemeitf shall be binding upon and Inure to the 
benefit of the Borrower and the Secured Party and their respective participants, sucees3ors 
and. assigns and shall take eflfect who) signed by the Borrower and delivered to the Seemed 
Party, and the Borrower waives notice of the Secured Pat^^s acceptance hereof. The 
Sec\xrcd Party may execute tliis Agi^ement if s^mpriare for the purpose of filing, but ^ 
iMiitre of the Secured Party to execute this AgieiMWt diaU not affect or imptdr the validity 
or cfiTeclivenesa of this Agreement A caitKBi, photographic or other reproduction of this 
Agreement or of ai^ financing statement signed fay the Borrower shall have the same for^ 
and effect as tiia original for all purpe^ of a finaoeing statement This Agreement shall be 
governed by the internal law of New Yoric withom regard to confliecs of law provisions. If 
any provision or iOT>Hcatton of dtis Agreement is held tmlawfiil or unenforceable in any 
respect, such illegally or unenfbrceabWty ahsU not aflbct other prtivlsions or .eppl{<^dns 
which can be given efTect and this Agreement shall be construed as If the onlawAil or 
unenforceable provblon or apfdication had never been conndA^d heioln or prescribed heret^. 
All rGpresemattpns and warranties contained In this Agrmnoot shall qurvlve the execution; 
delivery and performance of this Agreement and tfie creation mi payment of the 
Obligations. 

g. WAIVER OF JURY TRIAU THE PARTIES WAIVE ANY RIGHT TO 
TRIAL BY JVRY IN /kNY ACTION OR PROCCXlDlNG BAS£D ON OR 
PERTAINING TO TH)S AGREEMENT. 
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IN WITNESS WHBRHOF« th? |iartit» tsave executed this Patent Security 
Agrwmenl as of the date written above. 



7811 Fieldstone Court 
EUlcott City, MI> 21043 



38* Floor 

747 llrifd Avenue 

NcwYoik^NY 10017 




Corsair Special Situations Fund, L.P. 
By ^^2^:^^^^^^^^ 



Title: Y^AP^^'^f '^'^ ^.-jgr-. 



STATE OF 
COUNTY OF 



flpljcarpd John 



>F Ceyi3lK^ 

I Iwrcto' «»tJfy the onrfmi^icd Kntx^ 
i. HRdfcth knofwo} to (or satls&ctoHV pnivco) to tx ih« pcnoil whose Kiimc b IMMCiil 



wltbtfi tottumont foresoing tiuQrumenj and aenCKtcd befbi« me this jSitilS'diqr of Upctrnt^gr 3Q<)7. • 



thatpennnalty 
Ibcd (0 liie 



STAxeoryEw yoric 

COVNTV or NEW YORK 




wiuuy ^ lcahV 

^ CAWBWAt COUNTY 
g^f CowmlMjqft CKptraa juoo /\ alio 

The Ibrcsoing intcmmBni was ickftowtedged 'bclM "Sff^STjETO^T^ 
g CM^auterv ■ Miiirf^K^ u^f^ o f atOiMlr Speclil ^oaiioiis Flmd. t-F. 
OcUwsre Umiied piftnsrshlpw on betalfof Use QmltBd p&mien'ilp 



3007. 




HCTAftY PUBLIC, STATE OF NP.V YORK 

Uuali^d in Ncuv York tomty 
Comnftission FXTiims 03/26/20.11 
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UST OF us PATENTS 



PAT# ISSUE DATE APPLICATION tf FILING DATE 

7,299^ Novembi!r27,2007 10028^30 AprU 21,2004 
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MILES g^^STOCKBRIDGERC. 



Maltbcw& Starts 
(410)823-8151 

insturt2@mile8slodcbridg^coai ' 



September 3, 2008 

VIAFACSIMBLE 

Ronald L* Tobia^ Esquire 
Tobia & Sorger Esqs., LLC 
500 Super Boulevard 
HanisQD, New Jersey 07029 

Re: Corsair Special Situations Fund, Z»P. k Engineered Framing Systems, Inc. 
Dear Ron: 

As you iviU recall, your climts, John J. Ifildreth^ Marie Noelle HUdtetfa, 
Engineered Framing Systems, Inc. C'EFS'^ Structures, Inc. C*Stractares**)» 

signed a First Amendment to Settlement A^ement and General Release on December 
20, 2007, accompanied by a Patent Seciirity Agreement of &e same date. On April 1 1, 
2008, 1 sent to you, via Federal Express, a notice of default providing your clients with 
notice of^ among other things, payment de&ult and allowing them the contractually 
agreed upon ten (10) day cure period to remedy their defaults. 

To date, your clients are either unwilling or unable to remedy the de&ults. 
Corsair Special Situations Fund, L,P. ("Corsair*') has not received any payments or a 
bona fide commitment letter fiom a tibirdrparty lender or investor. 

The purpose of this letter is to advise you and your clients that Coisair has 
exercised its rights under the Patent Security Agreement and Settlement Agreement and 
taken an assignment of Patrat No. 7,299,596. This assignment includet^ without 
limitation, (a) any and all inventions and improvements described or claimed, (b) 
divisions, continuations-in-part, reissues and extensions, and (c) all rights corresponding 
to any of the foregoing ti)roughout the world (altogether, the "PatenfO* The assignmwit 
was accomplished on May 22, 2008, Please be advised that your clie nts, in cluding EPS 
and Structures, have NO FDRTBER RIGHTS IN OR TO THE PATENT, 
INCLUDING, BUT NOT LIMITED TO, OFFERING, ENCUMBERING, 
PLEDGING, ASSIGNING, OR ENTORING INTO LICENSE AGREEMENTS 
WITH THIRD-PARTIES FOR THE USE OF THE PATENT OR THE 
PROCESSES IDENTIFIED THEREIN. To be clear, if your dients intend to use the 
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Patent in their ongoing business operations, then they will need to negotiate a license 
iTvith Corsair going forward 

Please direct Mr. Hildreth to immediately provide to us a listing of all licenses or 
other encumto'ances presently existing relating to the Patent, including a breakdown of all 
fees that he or his con[5>anies, EFS or Structures, have received and/or expect to recdive 
fiom the use of the Patrat 

Hook forward to hearing firomyoa 



Vervtmlvvours- 
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DIRECT DIAL isRJMBER: 
(215) 575-7158 



Thomas Vecchio 
tvecchio@dilworthlaw.com 



September 19, 2008 

VIA FACSIMILE AND E-MAIL 

Matthew S. Sturtz, Esq. 
Miles & Stockbridge P.C. 
One West Pennsylvania Avenue 
Suite 900 

Towson, Maryland 21204-5076 

RE: Corsair Special Situations Fund, L.P. v. Engineered Framing Systems, Inc. 
Dear Mr. Sturtz: 

Please be advised that we represent John J. Hildreth, Marie Noelle Hildreth, Engineered 
Framing Systems, Inc. and EFS Structures, Inc. (the "EFS Parties") with respect to the above- 
referenced litigation against Corsair Special Situations Fimd, L.P. ("Corsair"). Your letters of 
September 3 and September 17, 2008 have been forwarded to me. I have also read and analyzed 
the Settlement Agreement and Release, the First Amendment to the Settlement Agreement and 
General Release ("Amendment") and the Patent Security Agreement ("PSA"). 

We disagree that Paragraph 2(b) of the Amendment operates as a proper assignment of 
patent no. 7,299,596 (the "Patent"). An agreement to assign a patent in the future has been held 
distinguishable from a present assignment of a patent effective to transfer all legal and equitable 
rights therein to the assignee and extinguish all rights of the assignor. Arachnid v. Merit 
Industries, Inc, 939 F.2d 1574 (Fed. Cir. 1991). Furthermore, the document filed by Corsair 
with the United States Patent and Trademark Office does not give Corsair any right of ownership 
in the Patent. The Code of Federal Regulations clearly states the recording of a patent 
assignment by the U.S. Patent and Trademark Office "is not a determination by the Office of the 
validity of the document [assigning the patent] or the effect that document has on the title to ... a 
patent." 37 C.F.R. §3.54. Therefore, regardless of the claims in your letters or your filings with 
the United States Patent and Trademark Office, Corsair is not the owner of the Patent and has no 
rights to license and/or use the Patent. 

Additionally, even assuming solely for the purposes of argument, that the PSA and 
Amendment could operate to assign the Patent to Corsair, such assignment could only occur after 
a breach of the Amendment. In the instant case. Corsair breached Section 1(b) of the 
Amendment by unreasonably refusing to subordinate its lien position to enable the EFS Parties to 
obtain receivable/factoring financing. This material breach of the Amendment excused the EFS 
Parties' performance. Therefore, because it was Corsair and not the EFS Parties who are in 
breach of the Amendment, Section 2(b) has not been triggered. 
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Corsair's conduct to date, including but not limited to the recording of the June 6, 2007 
judgment in New Jersey, rises to the level of unfair debt collection practices. Due to the serious 
nature of this matter, the EPS Parties demand that Corsair immediately withdraw its filing with 
the United States Patent and Trademark Office purporting to assign patent no. 7,299,596 to 
Corsair. We also request a meeting with you to further discuss this matter. 

Nothing in this letter shall be deemed as a waiver or limitation of any rights or remedies 
of the EPS Parties, all such rights and remedies being expressly preserved. 

Very truly yours, 



Thomas Vecchio 
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